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DETAILED ACTION 

1 . The application has been examined. Claims 1 - 21 are pending in this office 
action. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 14 recites the limitation "the method of claim 1 1" in line 1 . There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 8 - 13 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 8 - 13 are directed to a computer 
software program, which is, program pro se and is not one of the statutory subject 
matter. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 



Application/Control Number: 10/722,073 Page 3 

Art Unit: 2166 

applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Giuffrida et al. ('Giuffrida' herein after) (US 2003/0028503 A1). 

With respect to claim 1 , 

Giuffrida discloses a method for augmenting an internal library with published 
submissions to a technical society, the method comprising: 

- locating an abstract for a published submission on a technical society website 
(paragraph 0002 lines 12-14); 

- downloading the abstract for the published submission to a machine-readable 
memory medium at a first address (paragraph 0002 lines 12-14); 

- locating the published submission on a technical society website (paragraph 
0002 lines 12- 14); 

- downloading the published submission to the machine-readable memory 
medium at a second address (paragraph 0002 lines 12-14); and 

- embedding a hyperlink to the second address into the abstract, the hyperlink 
being configured to display the published submission when invoked 
(paragraph 0002). 



With respect to claim 2, 
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Giuffrida discloses the method of claim 1, wherein locating the abstract is based 
upon a submission approval procedure internal to an organization (it is inherent that if 
the abstract and documents are found in the digital libraries, they would have been 
submitted at a certain point in time to an organization, paragraph 0002 and Figure 3). 

With respect to claim 3, 

Giuffrida discloses the method of claim 2, wherein locating the submission is 
based upon a submission approval procedure internal to an organization (it is inherent 
that if the documents are found in the digital libraries, they would have been submitted 
at a certain point in time to an organization, paragraph 0002 and Figure 3). 

With respect to claim 4, 

Giuffrida discloses the method of claim 1 , wherein the downloading of the 
abstract includes indexing the first address to allow searching for the abstract 
(paragraph 0003 and 0009). 

With respect to claim 5, 

Giuffrida discloses the method of claim 4, wherein the searching is by keyword 
(keyword is contained in the metadata, paragraph 0005 and 0009). 



With respect to claim 6, 
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Giuffrida discloses the method of claim 4, wherein the searching is by subject 
(subject is contained in the metadata, paragraph 0005 and 0009). 

With respect to claim 7, 

Giuffrida discloses the method of claim 4, wherein the searching is by author 
(author is contained in the metadata, paragraph 0005 and 0009). 

With respect to claim 8, 

Giuffrida discloses a computer software program for augmenting an internal 
library with published submissions to a technical society, the computer software 
program stored on a machine-readable memory medium and comprising: 

- a first software component for locating an abstract for a published submission 
on a technical society website (paragraph 0002 lines 12 - 14); 

- a second software component for downloading the abstract for the published 
submission to the machine-readable memory medium at a first address; 

- a third software component for locating the published submission on a 
technical society website (paragraph 0002 lines 12-14); 

- a fourth software component for downloading the published submission to the 
machine-readable memory medium at a second address (paragraph 0002 
lines 12 - 14); and 
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- a fifth software component for embedding a hyperlink to the second address 
into the abstract, the hyperlink being configured to display the published 
submission when invoked (paragraph 0002). 

With respect to claim 9, 

Giuffrida discloses the computer software program of claim 8, wherein locating 
the abstract is based upon a submission approval procedure internal to an organization 
(it is inherent that if the abstract and documents are found in the digital libraries, they 
would have been submitted at a certain point in time to an organization, paragraph 0002 
and Figure 3). 

With respect to claim 10, 

Giuffrida discloses the computer software program of claim 9, wherein locating 
the submission is based upon a submission approval procedure internal to an 
organization (it is inherent that if the documents are found in the digital libraries, they 
would have been submitted at a certain point in time to an organization, paragraph 0002 
and Figure 3). 

With respect to claim 11, 

Giuffrida discloses the computer software program of claim 8, wherein the 
downloading of the abstract includes indexing the first address to allow searching for the 
abstract (paragraph 0003 and 0009). 
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With respect to claim 12, 

Giuffrida discloses the computer software program of claim 1 1 , wherein the 
searching is by keyword (keyword is contained in the metadata, paragraph 0005 and 
0009). 

With respect to claim 13, 

Giuffrida discloses the computer software program of claim 1 1 , wherein the 
searching is by subject (subject is contained in the metadata, paragraph 0005 and 
0009). 

With respect to claim 14, 

Giuffrida discloses the method of claim 1 1 , wherein the searching is by author 
(author is contained in the metadata, paragraph 0005 and 0009). 

With respect to claim 15, 

Giuffrida discloses a system for augmenting an internal library with published 
submissions to a technical society, the method comprising: 

- a first means for locating an abstract for a published submission on a 
technical society website (paragraph 0002 lines 12-14); 
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- a second means for downloading the abstract for the published submission to 
a machine-readable memory medium at a first address (paragraph 0002 lines 
12-14); 

- a third means for locating the published submission on a technical society 
website (paragraph 0002 lines 12-14); 

- a fourth means for downloading the published submission to the machine- 
readable memory medium at a second address (paragraph 0002 lines 12 - 
14); and 

- a fifth means for embedding a hyperlink to the second address into the 
abstract, the hyperlink being configured to display the published submission 
when invoked (paragraph 0002). 

With respect to claim 16, 

Giuffrida discloses the system of claim 15, wherein locating the abstract is based 
upon a submission approval procedure internal to an organization (it is inherent that if 
the abstract and documents are found in the digital libraries, they would have been 
submitted at a certain point in time to an organization, paragraph 0002 and Figure 3). 

With respect to claim 17, 

Giuffrida discloses the system of claim 16, wherein locating the submission is 
based upon a submission approval procedure internal to an organization (it is inherent 
that if the documents are found in the digital libraries, they would have been submitted 
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at a certain point in time to an organization, paragraph 0002 and Figure 3). 

With respect to claim 18, 

Giuffrida discloses the system of claim 15, wherein the downloading of the 
abstract includes indexing the first address to allow searching for the abstract 
(paragraph 0003 and 0009). 

With respect to claim 19, 

Giuffrida discloses the system of claim 18, wherein the searching is by keyword 
(keyword is contained in the metadata, paragraph 0005 and 0009). 

With respect to claim 20, 

Giuffrida discloses the system of claim 18, wherein the searching is by subject 
(subject is contained in the metadata, paragraph 0005 and 0009). 

With respect to claim 21 , 

Giuffrida discloses the system of claim 18, wherein the searching is by author 
(author is contained in the metadata, paragraph 0005 and 0009). 
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Contact Information 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Navneet K. Ahluwalia whose telephone number is 571- 
272-5636. The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alam T. Hosain can be reached on 571-272-3978. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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